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DETAILED ACTION 
Status of Claims 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
28, 2009 has been entered. 

Claims 1-10 and 12-16 remain for examination. Claims 1 and 10 have been 
amended. 

Claim 11 is previously canceled. 

Note on the Grounds of Rejection 

In this office action, the ground(s) rejection has been modified to address the 
currently amended claims (in which property limitation have been newly added) and 
those directly or indirectly dependant thereon. The rejection is substantially the same as 
generally set in the office action mailed on June 1 , 2009. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claim 1, line 8, "the intermediate ..." lacks antecedent basis. There is no 
previous mention of an intermediate reaction product. Appropriate correction is required. 

In claim 10, line 6, "the intermediate ..." lacks antecedent basis. There is no 
previous mention of an intermediate reaction product. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of tliis title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 

a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider tine applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-6 and 8-9 are rejected under 35 U.S.C. 103 (a) as being unpatentable 
over Mizumoto at a! (US 4,631 ,263). 

Regarding claim 1 , Mizumoto et al teaches a water-repellent catalyst and a 
method of making by impregnating a solution of catalytically active noble metal with a 
polytetrafluoroethylene carrier. The resulting catalyst can be cut into sheets (10 cm 
wide, 210 cm long) (col. 6, lines 9-10). 

The thickness of catalytically active component taught by Mizumoto et al is from 
50 um to 50 A, the gas permeability is not lost (col. 3, lines 35-39, and claim 3). 

Furthermore, Mizumoto et al. states "when the water-repellent catalyst of this 
invention is used, it become possible that the gas passes not only over the surfaces of 
the catalyst but also through the interior of the catalyst and, accordingly, three-phase 
interfaces are easily formed, and the rate of reaction can be increased." (col.2, lines 27- 
32, emphases is added by Examiner). Therefore, effectively utilizing the catalysts can 
be achieved. 

Although Mizumoto et al. does not specifically disclose the pore volume (mL/m^) 
of the catalyst, he teaches the porous carrier (polytetrafluoroethylene) having a mean 
pore size of 0.1 to 10 um and a porosity of 50 to 95% (claim 1). 

Since the catalytically active component is coated on the outer surface of the 
support material, it would be obviousness that the particle sizes of the powdery 
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catalysts (containing 50% wt of active metal oxide on the synthetic zeolite) is bigger 
than the pore volume of the supported carrier. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the film-type catalyst taught by Mizumoto et al. in 
the process of Yokota, motivated by the fact that Mizumoto et al. discloses that such 
film-type catalysts provide improved gas (H2) permeability and thus lead to better 
catalytic efficiencies (abstract, and col. 5, lines 15-16). 

Regarding claims 2-3 as discussed above, the film-type catalyst taught by 
Mizumoto et al. comprises copper, and have a thickness of 50 um to 50 A. It is fixed on 
the surface of a substrate(claim 3).. 

Regarding claims 4 and 8, since the film-type catalyst taught by Mizumoto et al. 
has a thickness from 50 um to 50 A, it is considered a metal film is coated on the 
surface of another metal film (substrate). 

Regarding claim 5, the ratio of the active metal to the total weight of carrier 
(synthetic resin, polytetrafluoroethylene) taught by Mizumoto is 0.1 to 10%wt (claim 1). 
Such ratio is considered to be a result effective variable because, it is well understood 
that the catalytic efficiencies is based on the surface area of the active metal, metal 
particle sizes and surface area of the support material. So the skilled artisan would have 
determined the optimal amount of catalyst loading onto to the carrier, based on the 
above considerations though routine experimentation in the art. Particular in view of the 
fact that: 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
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motivation to determine where in a disclosed set of 
percentage ranges is tlie optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 

USPQ2d 1934 (CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and 

MPEP 2144.05. 

Regarding claims 6, Mizumoto et al discloses the carrier for the film-type catalyst 
comprising polytetrafluorothylene (thermosetting polymer) (col. 3, lines 5-19). 

Regarding claim 9, the support members taught by Mizumoto et al. are metallic 
nets, such as a fine-wire net, a lattice form plate. It encompasses the instant claims 
(FIG. 5, col. 3, lines 52 to col.5, lines 25). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizumoto 
et al. as discussed above, in further view of Nishino et. al. (JP 55-149355). 

Regarding claim 7, although Mizumoto et al. does not specially teach including a 
phenol resin as per applicant claim 7. Nishino et al teaches a process of making a 
phenol resin supported oxidation catalyst. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to substitute 
polytetrafluorothylene of Mizumoto with phenol resin of Nishino. As both materials are 
equivalent used as catalyst support material, having good refractoriness, pertains 
excellent strength against compression force, it would have a reasonable expectation of 
success. Therefore, the invention as a whole would have been prima facie obvious to 
one of ordinary skill in the art at the time the invention was made. 
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Claims 10 and 12-16 are rejected under 35 U.S.C.103 (a) as being unpatentable 
over Yokota et al. (US 4,625,063) in view of Mizumoto et al (US 4,631 ,263). 

Regarding claims 10, Yokota et al. teaches a process of production a tertiary 
amine from an alcohol or an aldehyde and a primary or second amine, catalyzed by a 
powdery catalyst (the molar ratio of Cu: Ni: Ru=4:1:0.01) (Abstract, [0069] and claim 1). 

However, Yokota et al. fails to teach further converting the powdery catalyst to a 
film-type catalyst as per applicant claim 10 . Mizumoto et al teaches a method of making 
water-repellent catalyst by impregnating a solution of catalytically active noble metal 
with a polytetrafluoroethylene carrier. The resulting catalyst can be cut into sheets (10 
cm wide, 210 cm long) (col. 6, lines 9-10). 

The thickness of catalytically active component taught by Mizumoto et al is from 
50 um to 50 A, the gas permeability is not lost (col. 3, lines 35-39, and claim 3). 

Furthermore, Mizumoto et al. states "when the water-repellent catalyst of this 
invention is used, it become possible that the gas passes not only over the surfaces of 
the catalyst but also through the interior of the catalyst and, accordingly, three-phase 
interfaces are easily formed, and the rate of reaction can be increased." (col.2, lines 27- 
32, emphases is added by Examiner). Therefore, effectively utilizing the catalysts can 
be achieved. 

Although Mizumoto et al. does not specifically disclose the pore volume (mL/m^) 
of the catalyst, he teaches the porous carrier (polytetrafluoroethylene) having a mean 
pore size of 0.1 to 10 um and a porosity of 50 to 95% (claim 1). 
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Since the catalytically active component is coated on tine outer surface of the 
support material, it would be obviousness that the particle sizes of the powdery 
catalysts (containing 50% wt of active metal oxide on the synthetic zeolite) is bigger 
than the pore volume of the supported carrier. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the film-type catalyst taught by Mizumoto et al. in 
the process of Yokota, motivated by the fact that Mizumoto et al. discloses that such 
film-type catalysts provide improved gas (H2) permeability and thus lead to better 
catalytic efficiencies (abstract, and col. 5, lines 15-16). 

Regarding claims 12-13 as discussed above, the film-type catalyst taught by 
Mizumoto et al. comprises copper, and have a thickness of 50 um to 50 A. It is fixed on 
the surface of a substrate (claim 3). 

Regarding claims 14-15, since the film-type catalyst taught by Mizumoto et al. 
has a thickness from 50 um to 50 A, it is considered a metal film is coated on the 
surface of another metal film (substrate). 

Regarding claim 16, the support members taught by Mizumoto et al. are metallic 
nets, such as a fine-wire net, a lattice form plate. It encompasses the instant claims 
(FIG. 5, col. 3, lines 52 to col.5, lines 25). 

Response to Arguments 
With regards to the previous Grounds of Rejection 

Applicants filed Remarks on October 27, 2009 is acknowledged. 
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The claims 1 and 10 are amended furtlier witli property limitations. However 
since the references, as combined, teach all of the claimed film-type catalyst, thickness 
and pore volume, the physical properties of the film-type catalyst would necessarily 
follow as set forth in MPEP 2112.01(1!).^ 

As such, the previous rejection stands as set forth in the office action mailed on 
June 1, 2009. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUN QIAN whose telephone number is (571 )270-5834. 
The examiner can normally be reached on Monday-Thursday, 10:00am -4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



"Products of identical chemical composition can not have mutually exclusive properties." A chemical composition and its 
properties are inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties applicant discloses 
and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J.A. LORENGO/ IVm QIAN/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



